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DETAILED ACTION 

1 . This action is responsive to communications: The Amendment filed 05/22/08. 

2. Claim 10 has been cancelled as necessitated by Amendment. 

3. The rejection of claim 14 under 35U.S.C. 101 has been withdrawn as necessitated by 

Amendment. 

4. The various rejections to claims 9, 14, and 34 have been withdrawn as necessitated by 
Amendment. 

5. Claims 1-9, 13-15, 33-34 remain selected for examination of the merits. Claims 1, 9, 13, 
14, 33, 34 are independent claims. 

Claim Objections 

6. Claim 15 is objected to because of the following informalities: Claim 15 currently 
depends from "the system of claim 13". However independent claim 13 is in fact a computer 
readable medium type claim. The Examiner suggests that dependent claim 15 should be 
amended to properly depend from independent system claim 14. If dependent from claim 14, the 
Examiner notes that the "means for" language in claim 15 should also be amended to reflect the 
newly added limitations to independent claim 14 (i.e. deleting the "means for" language). 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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8. Claim 15 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 15 contains the trademarks/trade names IBM, SUN, SUN Ultra, and SUN Ultra 
Server. Where a trademark or trade name is used in a claim as a limitation to identify or describe 
a particular material or product, the claim does not comply with the requirements of 35 U.S.C. 
1 12, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim 
scope is uncertain since the trademark or trade name cannot be used properly to identify any 
particular material or product. A trademark or trade name is used to identify a source of goods, 
and not the goods themselves. Thus, a trademark or trade name does not identify or describe the 
goods associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe a server and/or personal computer and, accordingly, the 
identification/description is indefinite. The Examiner suggests that the trademarks be removed 
from the claims (e.g. "parts of a mainframe computer or within a server or within a personal 
computer.") 

Allowable Subject Matter 

9. Claims 1-9, 13, 14, and 34 are allowed. 

10. As disclosed above, the indicated allowabilify of claim 15 is withdrawn in view of the 
newly applied claim objection as well as the newly applied 35 U.S.C. 1 12, second paragraph, 
rejection. 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if 
the differences between the subject matter sought to be patented and the prior art ate such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wanderski (US- 
6,519,617 02/11/03) in view of Yamakawa et al. (US-5,907,851 05/25/99). 

In regard to independent claim 33, Wanderski discloses transformation (using 
software) for converting an XML document with a selected DTD into a new transformed 
document reflective of an XML dialect (Wanderski: column 1, lines 51-67; column 2, lines 1-7; 
column 4 lines 25-42: "subsequently be processed by an XML parser for the desired manner of 
presentation"; column 14, lines 43-52). A plurality of DTDs are generated, as needed, so that a 
document (an output file) will conform to its new DTD accordingly (Wanderski: column 11, 
lines 60-67; column 14, lines 43-52). In this fashion, various documents are "disambiguated" via 
compliance with their respective (different) DTDs, changing all, or portions of documents as 
necessary (column 1, lines 51-67; column 2, lines 1-7). 

Wanderski does not specifically teach providing a set of two or more DTDs, and 
selecting one for conversion. However, Yamakawa teaches document conversion utilizing 
preparation of a plurality of document type definitions (DTDs) for switching and development of 
one or more DTDs (Yamakawa: column 22 lines 22-32: "plurality of portions can be selected by 
the editor are present". Figure 67). It would have been obvious to one of ordinary skill in the art 
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at the time of the invention to apply Yamakawa to Wanderski, providing Wanderski the benefit 
of predefined DTD selection for eventual adherence to various established standards (column 4, 
lines 53-55: "efficiently processed"; column 22, lines 23-32: "the document type definitions are 
processed by the number of the document elements that can be selected so as to be selected"). 



Response to Arguments 
1 3 . Applicant's arguments filed 05/22/08 have been fiiUy considered but they are not 
persuasive. 

Applicant argues that the proposed motivation (regarding claim 33) is not applicable to 
Wanderski. The examiner respectfully disagrees. Yamakawa teaches document conversion 
utilizing preparation of a plurality of document type definitions (DTDs) for switching and 
development of one or more DTDs. Applying this teaching to Wanderski provides Wanderski 
the benefit of either generating new DTDs or selecting from predefined DTDs for eventual 
adherence to various established standards. 

In general the Examiner notes that the Wanderski reference teaches the common well- 
known principles of applying DTDs to specific documents for the purpose of telling a parser how 
to interpret said document (column 1, lines 51-67; column 2, lines 1-7). Specifically, the 
background of Wanderski teaches that specific document types would require specific DTDs for 
efficient and correct processing (e.g. DTD for documents of type "memo"). Thus Wanderski 
shows a need to be able to select a specific type of DTD for a given document type. The 
selection of such a DTD, depending on the document type, is not considered a novel feature in 
view of the applied prior art combination and in general to one of ordinary skill in the art at the 
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time of the invention. The Wanderski reference specifically teaches the selection of the 
dynamically created DTD for use in processing the document (coluntm 4, lines 35-39; column 14, 
lines 43-47). 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Please note the additional references cited on the accompanying PTO-892 form. 

1 5 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ADAM L. BASEHOAR whose telephone number is (571)272- 
4121 . The examiner can normally be reached on M-F: 8:00am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Hong can be reached on (571) 272-4124. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Adam L Basehoar/ 

Primary Examiner, Art Unit 2178 



